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The lined out references on the 1449 form were either mis-identified or not 
provided (an abstract of a foreign patent is not a foreign patent). 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4 and 10 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 4's adduct would no longer contain a phosphonic acid as required by claim 
1 as the phosphonic group undoubtedly reacts with the epoxy. If this claim is made 
independent, a restriction requirement will be necessitated. 

Claim 10's "acrylic(meth)acrylic acid" has no recognized meaning. "(Meth)acrylic 
acid" means acrylic acid or methacrylic acid. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 1-3 and 5-20 rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Chang '532. 

Chang exemplifies (first table of col 10) polymerizing methacrylic acid, 
hydroxyethylacrylate and alkylmethacrylates in the presence of the chain transfer agent 
DMG COBALT3. Vinylphosphonic aicd (col 5 line 50) can be used in place of DMG 
COBALT3. Such a polymerization qualifies as applicant's step a). The resulting 
macromer is then polymerized with additional monomers (second table of col 10). This 
qualifies as applicant's additional step recited in claim 2. The resulting material is then 
reacted with Cymel301 (a melamine resin - second table of col 11) and other additives 
which qualifies as applicant's step b). The material can be used as a basecoat (col 9 
line 1 5-1 7) with a large amount of pigment. A binder/pigment ratio of 1 00/1 00 would 
result in a composition having 50% of the solids being the binder. 

Claims 1 ,2,5 and 6 of this application conflict with claims 2,3,7 and 8 of 
Application No. 10-531200. 37 CFR 1 .78(b) provides that when two or more 
applications filed by the same applicant contain conflicting claims, elimination of such 
claims from all but one application may be required in the absence of good and 
sufficient reason for their retention during pendency in more than one application. 
Applicant is required to either cancel the conflicting claims from all but one application 
or maintain a clear line of demarcation between the applications. See MPEP § 822. 

Claims 1,2,5 and 6 provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 2,3,7 and 8 of copending Application No. 10-531200. 
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This is a provisional double patenting rejection since the conflicting claims have not in 
fact been patented. 

Claims 1-20 provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-4 and 6-20 of copending 
Application No. 10-531200. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the copending application's claims 
mirror that of the instant claims with the exception that some of the copending claims 
permit (but do not require) additional polymerization of unsaturated monomer after 
reaction with aminoplast, while the instant claims do not allow such a subsequent 
polymerization. The copending claims are marginally broader than the instant claims. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

WO 01/93820 exemplifies (#1 ) a copolymer of acrylic acid/vinylphosphonic 
acid/hydroxyethylacrylate, but lacks the aminoplast. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Buttner whose telephone number is 571-272- 
1084. The examiner can normally be reached on weekdays from 10 to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Seidleck, can be reached on 571-272-1078. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

David Buttner 
11/10/08 



/David Buttner/ 

Primary Examiner, Art Unit 1796 



